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REMARKS 



Claims 17-19 and 24-26 are pending in the above-identified application. Claims 17-19 
and 24-26, which form the basis for this Pre-Appeal Brief Request for Review, stand finally 
rejected under 35 U.S.C. §103(a) as being unpatentable over Dickenson et al, U.S. Patent No. 
6,631,201, in view of Thomopoulos et al., U.S. Patent No. 5,978,495. It is the position of the 
Office Action that Dickenson et al discloses the invention as claimed except for the disclosure of 
an identification-information-acquisition device that includes an identification-information- 
acquisition unit configured to be detachable from the carrier unit in a state of being capable of 
receiving the identification information. Thomopoulos et al is relied upon to provide the 
teaching which Dickenson et al lacks. 
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The issue presented for review is whether Dickenson et al discloses an "identification- 
information-acquisition unit" as required by claims 17 and 24. Claim 17 specifically requires: 

said identification-information-acquisition device comprising an identification- 
information-acquisition unit which receives identification information... wherein 
said identification-information-acquisition unit is configured to be detachable 
from the carrier unit in a state of being capable of receiving the identification 
information. 

Accordingly, to establish a prima facie obviousness rejection, the identification-information- 
acquisition device must comprise an identification-information-acquisition unit. 

However, the Examiner has failed to indicate where the identification-information- 
acquisition unit is actually disclosed or even suggested in the Dickenson et al reference. 

Instead, the Examiner merely cites, without comment, ten lines of text, which states the 
following: 

The sensor 5 of the sensor module 2 generates an electronic signal in response to a 
finger placed on the sensor 5. The electronic signal corresponds to an electronic 
representation of a tip of a user's finger. As is well known, a human fingertip has 
a surface that forms a unique pattern of ridges and valleys. This unique pattern of 
the fingertip, or a print caused when the fingertip is placed on a surface is often 
referred to as a "fingerprint." Hereinafter, this term is generally used to refer to the 
unique pattern of the fingertip and the print caused by the fingertip. 

However, this text does not indicate which element of Dickenson et al is the 
identification-information-acquisition unit . Rather, this text only references the identification- 
information-acquisition device, which is not the same element (e.g., a simple review of the 
claims clearly shows that the identification-information-acquisition unit is one element of the 
identification-information-acquisition device .) 
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Accordingly, Applicants respectfully submit that the Examiner has failed to present a 
prima facie obviousness rejection, because each and every claimed feature (e.g., identification- 
information-acquisition unit ) is not disclosed by the cited references. Therefore, Applicants 
respectfully request that the rejection of claims 17-19 and 24-26 be withdrawn. 

Also, in the Final Office Action, page 4, the Examiner acknowledged that Dickinson et al 
does not disclose how the identification-information-acquisition unit is configured to be 
detachable from the carrier unit in a state of being capable of receiving the identification 
information. To support the rejection, however, the Examiner remarked that Thomopoulos et al 
discloses this feature and that it would have been obvious to modify the teachings of Dickinson et 
al and Thomopoulos et al to configure the identification-information-acquisition unit to be 
detachable. 

However, to properly show that a secondary prior art reference {Thomopoulos et al) 
would have suggested modifying an element (the identification-information-acquisition unit) of a 
primary prior art reference {Dickenson et al) to have a particular claim feature (operability when 
detached from the carrier unit), an Office Action must identify the unmodified element . As 
stressed by the Applicants in the December 30, 2005 response, the Office Action failed to 
identify which part of sensor 5 of Dickenson et al is an "identification-information-acquisition 
unit." Accordingly, for at least this reason alone, it is clear that the Examiner has failed to 
present a prima facie obviousness rejection. 

Regarding the suggestion to modify prior art, the Office Action cited column 6, lines 38- 
42, of Thomopoulos et al However, this cited portion merely shows that fingerprint scanners 
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can receive identification information when detached from a computer, if the scanners and the 
computer are joined using cables. Regardless, even //the Dickenson et al laptop 1 1 were to be 
modified as suggested by the Examiner, one skilled in the art would be more likely to remove the 
entire interface card 1 (that is, housing 6 and all the contents therein) from slot 9 of the laptop 
and then connect interface card 1 and laptop 1 1 using cables. Thus, under this configuration, 
sensor 5 would not be detached from sensor module 2. 

Also, although the Office Action cited the Thomopoulos et al disclosure of scanner 104 
as being "detachable" from computer 106 and connectable via cables 108, the Office Action does 
not explain how Thomopoulos et al supposedly suggests dividing sensor 5 so that a portion is 
detached from sensor module 2. 

In view of the explanations provided above in response to statements provided in the 
Office Action, Applicants assert that Thomopoulos et al clearly does not support the obviousness 
rejection. Moreover, Applicants respectfully submit that an explanation that a modification is 
possible is not an explanation that it would have been obvious. Because the Examiner has failed 
to provide a proper explanation, the rejection is unjustified for a second reason. Accordingly, 
withdrawal of the obviousness rejection is now respectfully solicited. 
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In view of the remarks set forth above, Applicants submit that the rejection of claims 17- 
19 and 24-26 is improper. Accordingly, it is respectfully requested that the rejection of these 
claims be withdrawn and that these claims be passed on to allowance. 

If any additional fees are due in connection with this paper, please charge our Deposit 
Account No. 50-2866. 



Respectfully submitted, 
Westerman, Hattori, Daniels & Adrian, LLP 
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